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1)D Responsive to communication(s) filed on 



2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1-16 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers , 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is /are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to See 37 CFR 1 121(d) 
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2. Q Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Priority 

Priority to German Foreign Application 102-38-144.5 filed on August 15, 2002 is 
acknowledged. 

Information Disclosure Statement 

Receipt of Information Disclosure Statements filed on February 9, 2005 is 
acknowledged. 

Status of the Claims 

Applicant's claims are drawn toward the use of diketopiperazine derivatives as 
photostable uv-filters in cosmetic and pharmaceutical preparations. Claims 1-16 filed 
on February 5, 2005 are currently pending examination for patentability. 



Claim Objections 

Claims 7 and 12 are objected to because they fail to further limit previous claims 

» 

4and1. 
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Claim Rejections- 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 7-11, and 14-16 are rejected under 25 U.S.C. 102(b) as being 
anticipated by Collins et al. (US 5,700,804). 

Collins et al. disclose the diketopiperazines of formula I of the instant application, 
that have utility as inhibitors of PAI (plasminogen activator inhibitor) and can be used in 
the treatment of haemostatic disorders (column 13, lines 35-44, claim 1 of instant 
application). Collins et al. disclose pharmaceutical compounds of formula I of the 
instant application wherein R 1 and R 2 is a hydrogen and R 3 ,R 4 ,R 5 , and R 6 is a hydrogen 
or an aryl radical that is an optionally substituted phenyl with the proviso that at least 
one radical be aryl (see abstract, claims 1,2,and 14-16 of instant application). 
Additionally, Collins et al. teach the compound of formula I formulated for use as a 
pharmaceutical composition comprising a pharmaceutically acceptable carrier such as 
lactose, dextrose, or cellulose which are commonly used in solid oral formulations (see 
column 15, lines 7-48, claims 1-5 and 7-1 1 of instant application). The method of 
stabilizing a cosmetic or pharmaceutical formulation will be practiced once the 
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photostable UV-A filter (diketopiperazine of formula I) is contacted with additives (such 
as lactose, dextrose, or cellulose) suitable for cosmetic or pharmaceutical formulations 
(claim 3 of instant application). The method of protecting skin or hair against solar rays 
will be practiced once a patient with haemostatic disorders uses a composition 
comprising the diketopiperazine of formula I (claim 1 of instant application). 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 




o R 4 



Formula I 



Claim Rejections - 35 USC § 103 



1. 



Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a latf r invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 6-8, 12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Collins et al. (US 5,700,804). 

Applicant's Invention 

Applicant claims a method for protecting hair or skin against solar rays (i.e., UV 
light in a range from 280-400 nm, claim 6 of instant application) comprising applying a 
composition comprising: a diketopiperazine of formula I wherein R 1 and R 2 may be a 
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hydrogen or a d-Ci2-alkyl radical that is a branched alkyl chain or an unbranched alkyl 
chain and R 3 ,R 4 ,R 5 , and R 6 may be a hydrogen, a C1-Ci 2 -alkyl radical that is a 
branched alkyl chain or an unbranched alkyl chain, or an aryl radical that is.an 
optionally substituted phenyl, methoxy phenyl, cyanophenyl, or naphthyl radical, with 
the proviso that at least one radical be aryl; and optionally, one or more additional 
compounds known for cosmetic and pharmaceutical preparations. 

Determination of the scope and the content of the prior art 

(MPEP 2141.01) 

The teachings of Collins et al. are incorporated herein by reference and are 
therefore applied in the instant rejection as discussed above. 

Ascertainment of the difference between the prior art and the claims 

(MPEP 2141.02) 

Collins et al. do not teach a diketopiperazine of formula I wherein R 1 and R 2 may 
be aCi-Ci2-alkyl radical that is a branched alkyl chain or an unbranched alkyl chain and 
R 3 ,R 4 ,R 5 , and R 6 may be a C1-C 12 -alkyl radical that is a branched alkyl chain or an 
unbranched alkyl chain. Also, Collins et al. do not teach a method for protecting hair or 
skin against solar rays of UV light in a range from 280-400 nm. 
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Finding of prima facie obviousness 
Rationale and Motivation (MPEP 2142-2143) 

In reference to claims 7,8,12 and 13, which deal with the use of a Ci-Ci2-alkyl 
radical, it would be obvious to use an alkyl versus a hydrogen substituent, as done in 
the instant application, when attached to a carbon or nitrogen because this type of 
substitution would not affect the biological activity of the compound on the inhibition of 
the plasminogen activator inhibitor. See In re Wood, 199 USPQ 137 (CCPA 1978) ; Ex 
parte Bluestone, 135 USPQ 199 (Board of Patent Appeals and Interferences 1961). 

In reference to claim 6, the method of protecting skin or hair against all solar rays 
will be practiced once a patient with haemostatic disorders uses a composition 
comprising the diketopiperazine of formula I. 

Conclusion 

No claims are allowed. 
Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through Private PAIR 
Only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
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Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Courtney Brown, whose telephone number is 
571-270-3284. The examiner can normally be reached on Monday-Friday from 8 am 
to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Courtney A. Brown 
Patent Examiner 
Technology Center1600 
Group Art Unit 1616 
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